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Every patent your company has obtained has some value, and a proper patent monetization 

strategy could be useful for determining that value.  But monetizing patents is not easy.  In fact, 

the process is quite complex, and itself requires resources.  If done properly, an effective patent 

monetization strategy can create an additional revenue stream for your company.  Particularly 

now, as companies are looking for additional revenue, patent monetization is worth 

investigating.  And with some creative thinking and planning, you can maximize resources that 

are already scarce (e.g., patent monetization can be handled on a full or partial contingency and 

least the initial analysis can occur without significant in-person interaction).  Thus, while we wait 

out the impact of the COVID-19 virus, now may be a good time to explore your options.   

 

 Why you should develop a patent monetization strategy. 

Most companies are quite diligent about obtaining patents.  They are willing to invest significant 

resources into maintaining a patent department, harvesting for potential inventions, filing patents 

around the world, and maintaining those patents over the years.  According to a recent study 

from the Intellectual Property Owners Association (IPO) of companies with more than $1 billion 

in revenue, more than 75% of those companies had earmarked upwards of $10 million to their 

intellectual property department – most of which is spent on patent prosecution.  By comparison, 

60% of those same companies collected less than $10 million in revenue from their intellectual 

property.  There are outliers, of course.  For example, companies like Qualcomm and Nokia have 

been quite successful in licensing their intellectual property – in fact their very existence depends 

on it.   
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Japanese companies in particular value intellectual property.  According to a WIPO study in 

2017, four of the top five patent applicants in the world were found in Japan1: 

 

Company Patent Applications Worldwide Rank 

Canon Inc. 30,476 1 

Panasonic 22,899 3 

Toshiba 22,627 4 

Toyota 22,190 5 

 

But Japanese companies are reluctant to license their patents, and often have no intention of ever 

doing so.  According to statistics from LexMachina, Japanese companies were less likely to file 

patent infringement suits than their counterparts in the United States, China, and India.   

 

The result is that a significant amount of money is invested in obtaining these patents, yet the 

company sees very little return on their investment.  In an attempt to recapture their investments, 

Japanese companies recently have started making greater efforts to sell their patents (see, e.g., 

http://www.brodyberman.com/wp-content/uploads/2016/11/IAM75_intangible-investor_v3.pdf).  

Selling patents is a conservative strategy, because it does not come with the risks for patent 

licensing, but also does not enable a patent owner to capture the full value for its patents.   

 

While a conservative approach to patents may have been warranted, recent developments make 

patent licensing a more attractive option.  First, and most importantly, post-grant proceedings 

(such as IPRs and CBMs) are less of a threat to patent owners.  A post grant proceeding is where 

a party can challenge the validity of a patent in front of the patent office.  When they were first 

introduced, IPRs were quite an effective tool for invalidating patents, and as a consequence, 

made patent litigation less lucrative.  However, post grant proceedings have changed over time.  

For example, the PTAB no longer uses the broadest reasonable interpretation of a patent when 

deciding whether to institute.  Covered business method (CBM) petitions can only be filed for a 

limited time.  The PTAB has also been more willing to discretionarily deny institution where, for 

example, the IPR was filed late or duplicative of a previous challenge raised against the patent.  

Thus, the likelihood of invalidating a patent at a post grant proceeding has decreased 

significantly.   

 

Second, the law on patentability (also known as Section 101 or Alice) has evolved significantly 

recently.  It is much more difficult invalidate a patent under Section 101 today than it was, for 

example, three years ago.  With the guidance that the Federal Circuit and district courts have 

provided regarding the applicability of Alice, a careful practitioner can filter out patents 

susceptible to a Section 101 challenge during the patent selection process.  For patents where 

Section 101 remains a risk, a patent owner can typically raise both fact issues and claim 

construction issues with any Section 101 challenge.  

 
1 WIPO 2017 Patent Indicators at 35, available at 

https://www.wipo.int/edocs/pubdocs/en/wipo_pub_941_2017-chapter2.pdf (last visited May 7, 

2019) 
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Third, damages law has been clarified enough to allow patent owners to devise patent owner 

friendly damages theories.  Whereas five years ago, it was clear that certain damages theories 

were doomed for failing to properly valuate a patent, there was little jurisprudence on how that 

valuation should be done.  Now, the Federal Circuit has provided guidance that teaches patent 

owners how to properly apportion the value of a patented feature.  Using these cases as a 

guideline, an effective expert can craft a strategy that will survive a damages challenge.  

Damages law has also evolved to make it easier to encompass foreign sales using a United States 

patent (for example, see the Western Geco case).   

 

One important note: patent monetization strategies are not just for companies that want to assert 

patents against others.  Even if your company has no intention of asserting patents, and obtains 

them defensively, it is imperative that you have thought through a monetization strategy, 

identified potential assets for assertion, evaluated potential venues, and have a relationship with 

experienced counsel.  This way, when your company is targeted by a competitor, you are ready 

to strike back – and not scrambling to put together a strategy in a time of need.  

 

Thus, the time is right for every company to develop a strategy to license its patents.   

 

 What are the risks in monetizing patents?  

Before committing resources to a patent monetization strategy, let’s consider the associated risks.  

The biggest risk is financial – in litigation costs, and the likelihood of a countersuit.  A proper 

patent monetization strategy mitigates those risks as best as possible.  

 

If your patent monetization strategy is built upon a licensing campaign that does not involve 

patent litigation (such as Qualcomm style licensing campaign), the biggest risk is having your 

company dragged into a litigation.  For example, if the target of the licensing campaign perceives 

a sufficient risk of litigation, that company can file a declaratory judgment action against you in 

district court, although the target must show the court that there is a sufficient threat to rise to 

what is referred to as “declaratory judgment jurisdiction.”  There is nothing a patent owner can 

do to eliminate these risks entirely.  However, it is important to be careful in a licensing 

campaign to not allow the target to show declaratory judgment jurisdiction.  This deliberateness 

is accomplished by taking common safeguards, such as entering into non-disclosure agreements 

at the outset of the negotiations, and also being very careful in what information is conveyed to 

the target, and in what form.   

 

If your patent monetization strategy is designed to include litigation, the risk of a declaratory 

judgment action is less troublesome.  Particularly now, where venue is limited by the United 

States Supreme Court case in TC Heartland, a patent owner’s choice of forum is less significant.  

The primary risk becomes the risk of a counter suit or an IPR.  This risk can also be managed, by 

being careful about the targets that you approach for litigation.  For example, if you are 

concerned about a countersuit, it may not be advisable to approach a target with a large number 

of its own patents or with a history of asserting its own patents.  Or, litigation targets should be 

limited to either much smaller companies without the resources to defend themselves, or much 

larger companies with more to lose in a prolonged litigation.   

 



Of course, these risks are only financial.  Where the goal is to increase revenue to through 

licensing, some financial risk is expected.  A well thought out patent monetization strategy 

considers these risks and develops a strategy best suited to maximize your licensing revenue 

while mitigating the amount of risk below an acceptable level. 

 

 How do you monetize patents? 

There are several important steps in putting together a patent monetization strategy.  This article 

focuses on the three biggest ones:  (1) selecting counsel, (2) identifying patents; and (3) put 

together a trial strategy on day 1.   

 

Identifying counsel in a patent assertion matter is no different than identifying counsel in a 

defensive matter.  You want smart lawyers that understand the accused technology and have the 

litigation experience to try the case, if needed.  Thus, even if your goal is to resolve all litigations 

without the involvement of the court, you must select lawyers that are willing to litigate the case 

to the finish.  Otherwise, you are sending the wrong message to the litigation target.  Your 

lawyers must also understand the technology.  If the defendant files an IPR, for example, ideally 

you can hire the same lawyers to defend the IPR.  Otherwise, you run the risk of inconsistent 

claim interpretations in the litigation and the IPR.  Selecting the right lawyers also requires 

negotiating an appropriate fee arrangement.  Most law firms these days are quite flexible in their 

approach, and can fashion an arrangement that makes business sense given the litigation target.   

 

The next step can be more challenging:  identifying patents to assert.  Where the litigation target 

is in the same industry or a direct competitor, this process should begin during patent prosecution 

and many of the most promising patents in a “mines and moats” strategy are obtained through 

continuation practice.  For example, I counsel most of my prosecution clients to develop what I 

refer to as a “mines and moats” strategy.  In a “mines and moats” strategy, you use to patents to 

establish a “moat” around your core technology to prevent competitors from copying the key 

differentiators offered by your product.  You also pursue “mine” patents that, while not 

attempting to protect the entire product offering or even the key offerings, strategically protect 

select features.  The goal is that in any assertion (or even in any negotiation before an assertion), 

you can quickly identify a group of patents that span a variety of features would cause the 

litigation target risk.  Thus, through this process, you can likely identify a core set of patents and 

likely litigation targets.  

 

Often times, a direct competitor is not the ideal target.  For example, they likely have patents 

they can assert back.  Or it may be that you do not want to risk invalidating your crown jewel 

patents, and thus, those offensive assertion candidates may or may not be available.  There are 

different ways to identify assertion candidates in this case. One way still requires querying legal 

managers knowledgeable about prosecution strategies and the patent portfolio.  Or, automated 

tools (such as Thomson’s portfolio analysis tool) are available, which allow savvy attorneys to 

run portfolio reports that may also help identify patent assertion candidates (e.g., identifying 

patents with large continuation practice, or patents by subject matter, etc.). 

 

The third step involves preparing a trial strategy at the outset.  There are many parts of a trial 

strategy, and this article cannot address all of them.  But it is critical that every decision you 

make in your monetization strategy is in further of your trial strategy.  For example, pre-



litigation correspondence (and the decision as whether to engage in that correspondence) is 

important and requires careful thought.  Now, after the Supreme Court’s decision in Halo, 

willfulness is more likely to be determined by a jury.  Being able to point the jury to pre-suit 

letters can be quite useful for a plaintiff.  These letters must be forceful yet polite, clear, and 

timely.  A jury may not be able to comprehend many of the technical details relied upon by 

experts, but it will certainly evaluate the parties based on the tenor and content of those letters.   

 

A well thought out trial strategy should also consider possible venues, including district court 

(average speed), the International Trade Commission (very fast) and the Court of Federal Claims 

(very slow).  Each venue has a different profile, ranging from disclosure requirements, likelihood 

of a stay, likelihood of granting summary judgment, and claim construction tendencies.  It is best 

to evaluate which of these considerations is the most significant for your case, and use that to 

determine which court will be best.   

 

Another important part of a trial strategy is preparing a damages theory.  The purpose of 

assertion is presumably to generate revenue, and thus, it is critical that early thought is given to 

an appropriate damages base and royalty rate based on the asserted patents.  To the extent the 

allegations can span multiple features in the product, or some of the “core” features (instead of 

tangential features), that enables you to make stronger damages arguments. Depending upon 

your case, other aspects of the trial strategy may require early attention as well (e.g., availability 

of key inventors, pre-suit relationship with defendant, etc.)  An experienced counsel can guide 

you through those considerations with relative ease. 

 

 Conclusion 

Companies today are placing increasing importance on protecting their intellectual property 

through patents.  Those patents, in addition to deterring copycats, can be monetized to realize 

licensing revenue.  And if done properly, patent monetization can result in significant revenue.   

 

 

 

For more information on Mr. Kazi or Fish & Richardson P.C.’s plaintiff’s practice, including 

their contingency program, reach out to Aamir at kazi@fr.com.    
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